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! The records of the Assignnent Branch of the United States

Pat ent and Trademark O fice (USPTO or O fice) indicate that
opposer’s involved registrations have been assigned to Genesco
Brands Inc. (a Delaware corporation). (See reel 161, frane 518
and reel 2365, franme 925.) Accordingly, Genesco Brands Inc. is
hereby joined as a party plaintiff. See Patent and Tradenark
Ofice Rules 3.71(d) and 3.73, and Fed. R Cv. P. 17, 19 and
25(c). However, for the sake of sinplicity in this decision,
opposers will be referred to in the singular as “opposer.”
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Opi nion by Chapman, Adm nistrative Tradenmark Judge:
Genesco Inc. (a Tennessee corporation) filed an
opposition against the application filed on May 17, 1999
by Gregory Martz (an individual residing in California)

to register on the Principal Register the mark shown

bel ow

for “T-shirts, surftrunks, sweatshirts, sweatpants,
shirts, tank tops, jackets, shorts, socks and pants” in

I nternational Class 25. Applicant inserted the follow ng
description of the mark: “The mark consists of a

t hunbprint, the letters “GM’ and the wording ‘custom

fiberglassing’ and ‘waterproof.’” Applicant disclained
the word “waterproof.” The application also includes the
following statenent: “The initials ‘GM and thunbprint

form ng part of the mark are those of Gregory Martz whose
consent to the registration of both as part of the
trademark are [sic-is] inplied by his signing of the
application.” The application is based on applicant’s

cl ai mred date of first use and first use in comerce of

June 1, 1983.
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As grounds for opposition, opposer alleges that it
“is the owner of the trademark J&M whi ch has been used
t hroughout the United States in relation to the fanous
JOHNSTON & MURPHY shoes” since April 21, 1892; that
opposer has “continuously used the J&M mark in relation
to footwear, clothing, fashion accessories, |eather
goods, retail store services and other goods and
services” (paragraph 1); that opposer owns four
registrations (opposer’s “J&J marks”), specifically, the

mark J&W and the marks shown bel ow

t hat through opposer’s continuous and extensive sal es and

advertising of its “J&M Marks in connection with quality

2 Registration No. 1,721,290, issued on Cctober 6, 1992, for
goods and services in International Cass 3 (various |eather
care and shoe care products and various closet accessories) with
claimed first use in February 1975, C ass 18 (various | eather
accessories) with clainmed first use on August 15, 1989, Cass 21
(goods such as shoe horns, cedar shoe trees) with clainmed first
use in February 1975, Cass 25 (various nen’s and wonen’s

f oot wear and apparel, including “hosiery”) with clainmed first
use in 1892, and Cass 42 (“retail and nmail order services in
the field of nen’s and wonen’s footwear, apparel and fashion
accessories”) with clainmed first use on Novenber 20, 1971,
Section 8 affidavit accepted, Section 15 affidavit acknow edged,
renewed.

3 Registration No. 124,004, issued on Decenber 31, 1918, for
“boots and shoes made of materials conprising | eather, canvas,
rubber, sole conpositions and conbi nati ons of the same” in
International Cass 25 with clainmed first use on April 21, 1892,
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f oot wear and rel ated apparel and accessories and in
connection with the well-known chain of JOANSTON & MJURPHY
retail stores” (paragraph 3), the J&M marks are wi dely
known t hroughout the United States; that the J&M marks
are synbolic of the substantial goodw Il and consuner
recogni tion opposer has established; that by reason of
opposer’s extensive use and advertising of the J&M narks
and the resulting public recognition, opposer’s J&M marks
“uni quely identify Opposer and its products and services
to the public and J&Mis a fanmous mark within the meani ng
of 15 U.S.C. 81125(c)”; that opposer has used its J&M

mar ks since long prior to the date of applicant’s
application; and that applicant’s mark, when used on his
goods, so resenbl es opposer’s previously used and
registered marks, as to be likely to cause confusion,

m st ake, or deception in contravention of Section 2(d) of

the Trademark Act. Opposer further alleges that

Section 8 affidavit accepted, Section 15 affidavit acknow edged,
fourth renewal .

4 Registration No. 1,294,579, issued on Septenber 11, 1984, for
“men’s shoes” in International Class 25 with clained first use
in Cctober 1982, Section 8 affidavit accepted, Section 15

af fidavit acknow edged; and Registration No. 1,734,916, issued
on Novenber 24, 1992 for various nen’'s and wonen’'s footwear and
fashi on accessories and “hosiery” in International C ass 25,
with clained first use in OCctober 1982 and “retail store
services in the field of nen’s and wonen’s footwear and fashion
accessories” in Class 42, with clained first use on Novenber 20,
1971, Section 8 affidavit accepted, Section 15 affidavit

acknow edged, renewed.
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“registration and use of Applicant’s mark would dilute
the distinctive quality of Opposer’s fanmous and
i ncontestable J&M Marks.” (Paragraph 7.)
In applicant’s answer he denies the salient
al |l egations of the notice of opposition.
Both parties have filed briefs on the case.
Al t hough opposer requested an oral hearing, both parties

subsequently wai ved oral argunent.

The Record/ Evidentiary Matters

During trial in this case, opposer took the
testi nony deposition of Jason Dasal, director of retail
mar keti ng for Johnston & Murphy, a division of Genesco
Inc., and subm tted one notice of reliance on three types
of materials, nanmely, status and title copies of seven of
opposer’s registrations under Trademark Rule 2.122(d),
the testinony deposition of Jason Dasal (filed when

transcribed by the court reporter)® and copies of

> Both parties are advised that trial testinony depositions are
not filed under a notice of reliance. Rather, under Trademark
Rul e 2.125(a) one copy of the transcript (with exhibits) is to
be served on each adverse party within 30 days of the conpletion
of that testinmony. Under Trademark Rule 2.125(c) one certified
transcript (with exhibits) is to be filed with the Board
(setting forth no tine deadline therefor), along with a notice
of the filing with the Board served on each adverse party. See
The Sports Authority Mchigan Inc. v. PC Authority Inc., 63
UsSPQ2d 1782, footnote 4 (TTAB 2002).
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docunments “produced by Applicant in response to Opposer’s
di scovery requests.”

Applicant took the testinony deposition of Gregory
Martz (applicant), and subm tted one notice of reliance
on four items, nanely, a status and title copy of
applicant’s Registration No. 2,379,130°% the testinony
deposition of Gregory Martz (filed when transcribed by
the court reporter), copies of applicant’s first set of
interrogatories to opposer, and opposer’s responses
t hereto.

At opposer’s deposition of Jason Dasal, M. Roger G
Si sson, secretary and general counsel of Genesco Inc. (in
person), and Ms. Virginia S. Taylor (via tel ephone)
appeared for opposer, and M. Douglas M Vickery (via
t el ephone) appeared for applicant. On cross-exam nation
the witness was asked (i) if he had been referring to any
notes in offering responses, to which he answered “Yes”;
and (ii) who prepared the notes, to which he answered

hi msel f, “Roger Sisson, our corporate attorney, and

® This registration issued August 22, 2000 to applicant for the
identical mark as that shown previously herein for “applying

fi berglass coatings to surfboards and sail boards to the order
and specification of others” in International Class 40 with a
clained date of first use of June 1, 1983. The words “custom
fi berglassing” and “waterproof” are disclainmed. The
registration includes the follow ng statenments: “The mark
consists of the letters “GV’ a thunbprint and wording ‘custom
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Virginia Taylor with Kilpatrick and Stockton.” A

di scussi on then occurred in which applicant’s counsel
requested that those notes be faxed to himon the basis
that applicant is entitled to anything the w tness
reviews during his deposition. Opposer’s attorney (M.
Tayl or) contended the witness need not testify “further
on the substance of any comruni cations with counsel or on
any docunents which constitute work product of counsel.”
Applicant’s counsel explained his position, that if the
witness is “reviewing [the notes] and reading fromthem
at his deposition, you ve waived the privilege.”
Opposer’s counsel (M. Tayl or)

stated applicant’s attorney could “present that argunent
to the Board.” (Dep., pp. 32-34.)

In his brief after trial, applicant objected to the
direct testinmony of M. Dasal (which includes the
introduction of all 24 exhibits) specifically requesting
that the direct exam nation portion of the deposition be
excl uded fromthe record based on opposer’s refusal to
provi de applicant with a copy of the notes used by the
wi tness at his deposition.

Opposer responded to the objection in its reply

brief on the case, arguing that applicant “did not file a

fi[blerglassing’” and ‘waterproof.’” “The initials ‘GVM are
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notion to require production of the notes or any other
nmotion with the Board” (reply brief, p. 6); that
appl i cant shoul d have raised this issue with the Board by
“filing an appropriate nmotion pronptly after the

concl usion of the testinony deposition” (reply brief, p.
7); and that by failing to follow up on the objection
prior to the briefing stage, applicant has waived its
objection.” In support of its argunent, opposer cites
Trademark Rules 2.123(e)(3), (j) and (k), Fed. R Civ. P.
32(d)(1),(2) and (3)(A) and (B); and TBMP §8718. 02 and
718. 03, apparently taking the position the objection made
by applicant at the deposition was procedural in nature

and applicant was obligated to take an interim

those of Gregory Martz whose consent is of record.”

" Opposer stated that applicant should not be pernmitted to
request that the entire testinony deposition be excluded, but
applicant did not so request. He asked only that the direct
exam nation portion be excl uded.
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action on his objection, prior to the filing of his brief
on the case.

It is inmportant to note that while inter partes
proceedi ngs before the Board are simlar to a civil
action in Federal District Court, because the Board is an
adm ni strative tribunal with jurisdiction over the issue
of registrability only,® our rules and procedures
necessarily differ in some respects fromthose prevailing
in Federal district courts. See Yamaha | nternational
Corp. v. Hoshino Gakki Co., Ltd., 840 F.2d 1572, 6 USPQ2d
1001, 1004 (Fed. Cir. 1988). For exanple, the Board does
not preside at the taking of testinony depositions;
rather, all depositions are taken outside the presence of
the Board and the witten transcripts (with any exhibits
thereto) are then filed with the Board.® Thus, it has
| ong been the policy of the Board not to read trial
testimony and revi ew evidence prior to subm ssion of the
case to a panel of judges for final decision, and notions
to strike which involve substantive matters are deferred

until final decision. See Weyerhaeuser

8 See Section 17 of the Trademark Act, 15 U.S.C. 81067. See

al so, Trademark Rules 2.116(a), 2.120(a) and 2.122(a); and TBMP
8101.

® For a conparison of “discovery depositions” and “testinony
depositions” in Board inter partes proceedi ngs, see TBWP

8404. 02.
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Co. v. Katz, 24 USPQ2d 1230, 1233 (TTAB 1992); and New
York State Office of Parks and Recreation, v. Atlas
Souvenir & G ft Co., 207 USPQ 954, 956 (TTAB 1980). See
al so, TBMP 88102.03 and 501.02; and Louise E. Fruge, TIPS
FROM THE TTAB: An “Object” Lesson, 72 TVMR 211 (1982).
Because the parties will not know in an inter partes
Board proceeding until final decision whether a
substantive objection has been sustained or overruled, it
is evident that parties should proceed with their case
through trial m ndful of that aspect of Board practice.

We first consider whether applicant has properly
preserved his objection or whether, by failing to file a
notion to strike earlier in the proceeding, he has waived
hi s objection.

If a party objects on procedural grounds to
testinony or a notice of reliance (e.g., inproper or
i nadequate notice of a witness, untinmely notice of
reliance), the objecting party should promptly file a
notion to strike the testinmony or notice of reliance; and
failure to do so will generally result in a waiver of the
procedural objection. However, with regard to
substantive objections (e.g., inmproper rebuttal,
hearsay), these need not be raised by notion, but rather

shoul d be raised in the objecting party’s

10
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brief on the case. See TBMP 88533, 534, and 718, and
rules and cases cited therein.

We find the objection to the failure of opposer to
provi de applicant with the notes to which the w tness was
referring during his testinony is substantive, not
procedural in nature, because the objection is to the
substance of the testinony being based on notes read by
the witness rather than on the witness’s own
recol l ection. Inasmuch as this is a substantive matter,
applicant’s raising the objection to the direct
exam nati on of Jason Dasal at the tine of the testinony
deposition and preserving the objection in applicant’s
brief on the case was proper and sufficient.

Turning now to the issue of whether opposer was
obligated to provide the notes used by the w tness during
his testinony, applicant, citing Fed. R Evid. 612,
Trademark Rule 2.123(e)(3), and Thomas Bailey v. Meister
Brau, Inc., 57 F.R D. 11 (ND IL 1972), argues that
applicant is entitled to a full opportunity to cross-
exam ne the wi tness; that applicant was deprived of that
opportunity due to opposer’s refusal to turn over the
notes used by the witness; and that when the w tness uses
what nmay ot herwi se be a privileged docunment on the stand

to refresh his or her menory, there has been a voluntary,

11
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knowi ng di scl osure of the contents of the docunent and
the privilege is waived.

Fed. R Evid. 612 -- Witing Used to Refresh Menory,
reads, in relevant part, as follows:

[I]f a witness uses a witing to
refresh menory for the purpose of
testifying, either—
(1) while testifying, or
(2) before testifying, if the
court in its discretion
determnes it is necessary
in the interests of justice,
an adverse party is entitled to have
the witing produced at the hearing,
to inspect it, to cross-exam ne the
wi t ness thereon, and to introduce in
evi dence those portions which relate
to the testinony of the w tness.

In the first circunmstance, involving the use of a
witing by a witness while testifying, the rule is
unambi guous that the adverse party is entitled to obtain
the witing at the hearing. Clearly in this opposition
proceedi ng now before the Board the wi tness was using
witten notes while testifying at trial. To whatever
ext ent opposer is claimng attorney-client privilege, the
use of the notes by a witness while testifying generally
results in a waiver of that privilege. See Ehrlich v.
Howe, 29 FRServ3d 865, 848 F. Supp. 482 (SDNY 1994). To
t he extent opposer is claimng the work-product

privilege, the “‘potential for conflict [that] exists

bet ween Rul e 612, which favors di sclosure of material s

12
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used to refresh a witness’ recollection, and the work-
product privilege' is resolved by the courts on a case-
by- case basis balancing ‘the conpeting interests in the
need for full disclosure and the need to protect the
integrity of the adversary system protected by the work-
product rule.”” Ehrlich v. Howe, supra, quoting fromiln
re Joint Eastern and Southern District Asbestos
Litigation, 119 FRD 4 (EDNY and SDNY 1988). An
attorney’s work product nay be discovered only upon a
showi ng by the party seeking sane that it has a
“substantial need” of the materials in preparing its case
and that it is unable to obtain the substanti al
equi val ent of the materials by other means. See Hi ckman
v. Taylor, 329 U. S. 495 (1947).

As noted earlier, in this opposition, applicant was
not seeking the notes used by a witness during a
di scovery deposition, but notes used at a trial-stage
deposition. This is a key distinction. The requirenent
that a party seeking a witing used by a w tness -— when
that witing would otherw se be protected work product --
show a “substantial need” therefor, applies in discovery.
It is not at all clear that applicant should be required
to show a “substantial need” when opposer’s w tness used

the witing during a testinony deposition. Wile a

13
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di scovery deposition ultimtely my or may not be
introduced into the record in a Board proceedi ng, each
trial testinmony deposition must be introduced pursuant to
Trademark Rule 2.123(h). Thus, it is not only applicant
whi ch has an interest in seeing the witing serving as
the basis for at least part, if not all, of the witness’'s
testimony; but the Board has an interest in seeing the
docunent so that it can assess how nmuch of the testinony
is based on the witness’s own recollection and how rmuch
is based on the witing. O herw se, the Board would be
unabl e to adequately assess the probative value of the
testi nony.

Even if the “substantial need” test applied,
applicant had a substantial need for the notes used at
the testinony deposition of the witness being deposed,
and we particularly note that applicant’s attorney was
attendi ng the deposition by way of tel ephone, and coul d
not directly observe when the w tness was reading
prepared answers. W find that Fed. R Evid. 612
requires that the notes be provided to applicant in the
circunmstances of this proceeding, even if they were work-
product or protected by attorney-client privilege. As

the Rule 612 “Advisory Committee Notes 1972 Proposed

14
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Rul es” state, “The purpose of the rule is ... to pronote
the search of credibility and nmenory.”

Applicant’s objection to the direct exam nation
portion of the testinony of Jason Dasal is sustained.
Accordingly, the direct exam nation portion of M.
Dasal s testinony is excluded from consi deration and the
exhi bits introduced therein (except as explained in
footnote 10) are excluded from consideration. See
Steiger Tractor, Inc. v. Steiner Corporation, 221 USPQ
165, 169-170 (TTAB 1984), reconsideration granted on
grounds unrelated to Rule 612, 3 USPQ2d 1708 (TTAB 1987).

For clarity of the record, we shall now explain the
adm ssibility of the other materials offered into the
record by both parties under their respective notices of
reliance.

Opposer’s notice of reliance includes status and
title copies of the four pleaded registrations in the

notice of opposition, as well as the followi ng three

19 The Board notes that Exhibit Nos. 1 (a brochure from opposer
titled “J&M Unmi st akably Johnston & Murphy”), 2 (a photocopy of
opposer’s Regi stration No. 124,004), and 10 (a “Johnston &

Mur phy Spring | 2000” mail order catalog) were referred to in

t he cross-exam nation of the witness; and Exhibit Nos. 17 (a
phot ocopy of three pages froma “collectors edition” of “100
Years of Footwear” fromFEN Century, and 20 (a photograph of a
belt with a hang tag showi ng “J&V in Roman script) were
referred to in the redirect exam nation of the witness. These
five exhibits and the cross and redirect exam nation elicited in
relation thereto are in the record.

15
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unpl eaded registrations: Registration No. 1,245,893 for
the mark UNM STAKABLY J&M Registration No. 604, 265 for

the mark shown bel ow

JOH%HPHY

and Regi stration No. 1,189, 395" for the mark shown bel ow.

Appl i cant nade no objection to opposer’s reliance on the
t hree unpl eaded registrations, and in fact applicant
treated the additional registrations as if they were of
record. (See, e.g., applicant’s brief, p. 1.) Wile

opposer did not nove to further amend its pleadi ng, we

11 |'ssued on July 19, 1983 for “nen’s shoes” in Internationa
Class 25 with claimed first use in 1973, Section 8 affidavit
accepted, Section 15 affidavit acknow edged.

12 | ssued on April 5, 1955 for “leather boots and shoes” in
International Class 25 with clainmed first use in 1911, Section 8
affidavit accepted, Section 15 affidavit acknow edged, twi ce
renewed. The registration issued under Section 2(f) of the
Trademark Act, 15 U.S.C. 81052(f), as to “JOHNSTON’ and

“ MURPHY. ”

13 | ssued on February 9, 1992 for “nen’s shoes” in Internationa
Class 25 with claimed first use on Septenber 25, 1979, Section 8
affidavit accepted, Section 15 affidavit acknow edged. The word
“collection” is disclainmed. This registration was cancelled
under Section 8(a)(3) of the Trademark Act, 15 U.S.C

81058(a)(3) and expired under Section 9, 15 U S.C. 81059, in
Novenber 2002.

16
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consi der opposer’s pl eading anended to conformto the
evi dence under Fed. R Civ. P. 15(b).

The status and title copies of all seven
regi strations submtted under the notice of reliance were
prepared by the USPTO in October 2001. For sone of the
regi strations, however, Section 9 renewals were due
subsequent to the preparation of the status and title
copi es.

VWhen a registration owned by a party has been
properly made of record in an inter partes case, and
there are changes in the status of the registration
between the tine it was made of record and the tinme the
case is decided, the
Board will take judicial notice of, and rely upon, the
current status of the registration as shown by the
records of the USPTO. See TBMP 8703.02(a), at page 700-
10, and the cases cited therein.

The Board hereby takes judicial notice of the
current status of opposer’s involved registrations, and
specifically that Section 8(a)(3) affidavits and Section
9 renewal applications for Registration Nos. 1,721,290
and 1,734,916 were accepted by the Ofice. Registration

No. 1,189, 395, having been cancell ed under Section 8 and

17
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havi ng expired under Section 9 of the Trademark Act in
2002, will not be given further consideration.

The final itemin opposer’s notice of reliance
refers to “docunents produced by Applicant in response to
Opposer’s di scovery requests...,” consisting of four one-
page docunents show ng applicant’s adverti sements which
include his mark in a different form nanely, w thout the
wor ds “custom fi bergl assing” and “waterproof.” Opposer
did not cite any Trademark Rul e under which these were
of fered. Applicant did not object to these docunents
bei ng entered in the record.

Trademark Rule 2.120(j)(3)(ii) provides that a party
who has obtained from anot her party docunments produced in
response to docunment requests under Fed. R Civ. P. 34
may not make the documents of record by way of notice of
reliance, except to the extent they are adm ssible by
notice of reliance under Trademark Rule 2.122(e) (printed
publications and official records).™

Trademark Rule 2.120(j)(3)(i) provides, in relevant
part, that an answer to an interrogatory may be offered

into the record by filing a copy of the interrogatory and

14 For the proper nethods by which the docunents produced by the
adverse party in response to Fed. R Cv. P. 34 docunent
requests may be nade of record, see TBMP §711

18
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answer thereto with any exhibit made part of the answer,
together with a notice of reliance thereon.®

Trademark Rule 2.122(e) provides, in relevant part,
that printed publications, such as books and peri odical s
avai l able to the general public or in general circulation
anong nenbers of the public (or the relevant segnment
thereof) which is relevant to an issue in the proceeding,
may be introduced through a notice of reliance. A notice
of reliance offered under this rule nust specify the
publication (i.e., source and date), indicate the general
rel evance, and include a copy of the printed publication
or relevant portion thereof.

As expl ai ned previously, opposer did not offer these
docunments pursuant to any specific Trademark Rule. |If
t hey were responses to docunent requests, they are not
adm ssi bl e under a notice of reliance. |If they were
produced by applicant as part of his answer to an
interrogatory, they could be adm ssible, but here opposer
provi ded neither any involved interrogatory nor

applicant’s answer thereto. |If

% 1f docunents are offered in response to an interrogatory,
they are adm ssible under Trademark Rule 2.120(j)(3)(i). See
e.g., Mles Laboratories Inc. v. Naturally Vitam n Suppl enments
Inc., 1 USP@@d 1445, footnote 9 (TTAB 1986, anended 1987).

19
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t hese documents were offered under Trademark Rule
2.122(e) as printed publications, the source and date are
not provided on any of the four documents, and, in
addi ti on, opposer did not state the general rel evance of
t he docunents.

However, upon review of these four docunents,
despite the lack of information as to source and date, it
is clear that each one is a photocopy of a page from sone
printed periodical. Hence we will construe this portion
of opposer’s notice of reliance as being offered under
Trademark Rule 2.122(e). Applicant has not objected to
this material, and on the contrary has treated it as if
of record (see e.g., applicant’s brief, pp. 3-4.)
Therefore, we will deem these docunents to be stipul ated
into the record for whatever probative value they nay
have. However, because of the lack of information as to
when and where they were published, such probative val ue
is necessarily limted. See JSB International, Inc. v.
Aut o Sound North, Inc., 215 USPQ 60, footnote 3 (TTAB
1982) .

Based on the above rulings by the Board, the record
in this opposition proceeding consists of the pleadings;
the file of the opposed application; the cross-

exam nati on and redirect exam nation portions of the

20
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testimony of Jason Dasal, director of retail marketing
for Johnston & Murphy, a division of Genesco Inc.; status
and title copies of six of opposer’s registrations; the
four one-page adverti senment docunents produced by
applicant; the testinony, with exhibits, of G egory
Martz; the status and title copy of applicant’s
registration; and applicant’s first set of

i nterrogatories and opposer’s responses thereto.

Bur den of Proof

Opposer, as plaintiff in the opposition proceeding,
bears the burden of proving, by a preponderance of the
evidence, its asserted grounds of (i) priority and
i kel'i hood of confusion and (ii) dilution. See
Cerveceria Centroanericana, S.A v. Cerveceria India
Inc., 892 F.2d 1021, 13 USPQ2d 1307, 1309 (Fed. Cir.
1989); and Cunni ngham v. Laser Golf Corp., 222 F.3d 943,
55 USP2d 1842, 1848 (Fed. Cir. 2000).

The Parti es

Opposer* sells “footwear and apparel and rel ated

goods” and operates “retail stores selling such goods

16 Opposer’s responses to applicant’s interrogatories were

si gned by one of opposer’s attorneys, with a blank (unsigned and
undat ed) “verification” page for the signature of Jason Dasal

Y In light of our ruling excluding the direct examination of
opposer’s wi tness, Jason Dasal, the evidence regardi ng opposer
is found in the cross-exanm nation and redirect exam nation of

21
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t hroughout the United States” and has been doing so “for
over a century.” More specifically, opposer uses its
“J&M Marks” on “men’s and uni sex footwear, apparel,

| eat her

opposer’s witness, and in opposer’s answers to interrogatories
made of record by applicant.

22
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goods, fashion accessories and rel ated goods and in
connection with over 100 JOHNSTON & MURPHY retail stores

| ocated in major shopping malls throughout the United
States.” Opposer’s products are also sold under its “J&M
Mar ks” “through over 30 factory outlet stores, over 3000
better departnent stores and specialty retail stores,

| ocated principally in major shopping malls, and directly
to consuners through retail mail order catal ogs and

[ opposer’ s] website.” (Opposer’s responses to
applicant’s interrogatory Nos. 1 and 7.)

In the cross-exam nation of opposer’s w tness, M.
Dasal testified that he has been enpl oyed by opposer for
five and one-half years; that opposer has nade a
concerted effort in that time to push the “lifestyle
nature of Johnston & Murphy and having itenms that relate
both to the work part of our target custoners’ lives and
t he casual part—er leisure part of our custonmers’ |ives”
(Dasal dep. on cross exam nation, p. 43); that sandals
and beach-rel ated itenms have been sold by opposer since
he has worked there; that opposer has not used a
fingerprint in connection with
its J&M | ogo; that the J&M | ogo is never used w thout the
anpersand and the “J” is always capitalized; that with

regard to the J&M in an oval | ogo, opposer uses the ova
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in a horizontal orientation and has not used it in a
vertical orientation; that opposer has not used the word
“fiberglass” (or “fiberglassing”) in connection with its
“J&M Marks”; and that the word “waterproof,” when used by
opposer with regard to itenms such as waterproof shoes and
j ackets, appears on a hang tag attached to the actual

pr oduct .

Opposer is not aware of any instances of actual
confusion. (Opposer’s response to applicant’s
interrogatory No. 12, and Dasal dep. on cross-
exam nation, p. 44.)

Applicant, Gregory Martz, has been in the surfboard
fi bergl assing business for 40 years. He is the sole
owner of The Waterman’s Guild, a conpany which opened in
June 1983 and nmanufactures surfboards using the “‘gm’
‘custom fiberglassing,” ‘waterproof,’ and thunbprint
design” mark (as shown in applicant’s Regi stration No.
2,379,130). His conpany makes about 80 — 100 surfboards
a week under this mark. The sale of t-shirts carrying
the sanme mark al so commenced in June 1983. The mark has
been continuously used on clothing since June 1, 1983.
(Martz dep., p. 10.)

The mark devel oped over tine because purchasers of

applicant’s surfboards had asked himto sign the product,

24



Qpposition No. 121296

and the signature ultimately evolved into his handwitten
initials and his thunmbprint stanped on the surfboard and
printed on t-shirts. Since 1983 the |ogo has included
the words “custom fiberglassing” and “waterproof.” The
letters “gni always appear in |ower case and the

t humbprint is always oriented vertically. At the tine
M. Martz created this mark, he had never heard of
opposer’s marks, JOHNSTON & MURPHY and/or J&M

At one tinme applicant advertised his goods in
Surfing, one of the few major nmagazines for the sport of
surfing, but around 1991 he discontinued purchasing
advertising because he had all the business he could
handl e. Applicant’s goods have been featured in articles
i n magazi nes; and they have been used by professional
surfers appearing in novies (e.g., Mark QOccilupo in
“North Shore”).

Applicant’s products are sold throughout the coastal
United States, as well as around the world (Japan being
one country with many customers for applicant’s goods).
Applicant’s t-shirts sell at retail for about $15 -
$17. 95 each, and he sells about 36 dozen a year under the
i nvol ved mark.

M. Martz testified that he was aware that surfing

brands can beconme popular wi th mainstream consuners, such
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as Ocean Pacific, and in fact, that was what he had in
mnd with the invol ved nmark.

Applicant is aware of no instances of actual
confusion by consuners involving his mark and opposer’s

vari ous “J&M Marks.”

St andi ng

Opposer’s standing is established by the status and
title copies of its pleaded registrations. See
Cunni ngham v. Laser Golf Corp., supra.
Priority

Wth regard to the issue of priority, because
opposer owns valid and subsisting registrations of its
pl eaded “J&M Marks,” the issue of priority does not
ari se. See King Candy Co. v. Eunice King's Kitchen,
Inc., 496 F.2d 1400, 182 USPQ 108, 110 (CCPA 1974); and
Carl Karcher Enterprises, Inc. v. Stars Restaurants
Corp., 35 USPQ2d 1125 (TTAB 1995). Mbreover, opposer’s
use of the mark J&M since 1892 precedes applicant’s use
of his involved mark since 1983.

Li kel i hood of Conf usi on
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Qur determ nation of |ikelihood of confusion is
based on an analysis of all of the facts in evidence that
are relevant to the factors bearing on the issue of
i kel i hood of confusion. Inre E. |I. du Pont de Nenours
& Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). W have
considered all of the factors that are relevant to
determning this issue, but we have |imted our
di scussion to those factors discussed by the parties in
their briefs because they obviously viewed those factors
as the nost relevant in making the determ nation of
i kel i hood of confusion. Based on the record before us
in this case, we find that confusion is not |ikely.

Turning first to a consideration of the parties’
respective goods and services, applicant did not contest
the simlarity and rel atedness of the parties’ respective
goods and services. In his brief on the case, applicant
argued that “[I]t nakes no difference that Martz and the
Opposer may use their respective marks on the sanme or
simlar goods in the same channels of commerce. The
mar ks are so different that they can be put on the sanme
goods and sold in the sane channels of commerce and there
will be no |ikelihood of confusion.” (Brief, p. 3.)

We agree that applicant’s goods as identified are

the sanme as or related to opposer’s identified goods and
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services. W specifically find that applicant’s vari ous
clothing itens and opposer’s various clothing itens are
in part identical (i.e., “socks” and “hosiery”) and are
otherwi se related (e.g., applicant’s jackets, pants and
T-shirts and opposer’s shoes and belts). See Kangol Ltd.
v. KangaROOS U.S. A Inc., 974 F.2d 161, 23 USPQ2d 1945
(Fed. Cir. 1992); Inre Melville Corp., 18 USPQ2d 1386
(TTAB 1991); and In re Apparel Ventures, Inc., 229 USPQ
225 (TTAB 1986). We also find that applicant’s
identified clothing items are commercially related to
opposer’s services of retail and mail order sal es of
various clothing items. See In re Hyper Shoppes (Ohio)
Inc., 837 F.2d 840, 6 USPQ2d 1025 (Fed. Cir. 1988);

Saf ety- Kl ean Corporation v. Dresser Industries, Inc., 518
F.2d 1399, 186 USPQ 476 (CCPA 1975); and Steelcase Inc.
v. Steelcare Inc., 219 USPQ 433 (TTAB 1983).

G ven the in-part identical and in-part rel ated
nature of the parties’ goods, and the |ack of any
restrictions in the identifications thereof as to trade
channel s and purchasers, these clothing items could be
of fered and sold to the same cl asses of purchasers
t hrough the same channels of trade. See Canadi an
| rperi al Bank of Commerce, National Association v. Wells

Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir.
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1987); In re Smth and Mehaffey, 31 USPQ2d 1531 (TTAB
1994); and In re El baum 211 USPQ 639 (TTAB 1981).

Turning to a consideration of the marks, opposer
argues that the nost prom nent and significant feature of
applicant’s mark is the letters “gni; that these letters
could easily be read as “JM; that applicant’s mark and
opposer’s “J&M Marks” are closely simlar in appearance;
and that the dom nant feature of both parties’ marks
(“gm’ and “J&V') are nearly identical and create sim|lar
comrerci al inpressions.

Applicant contends that the only common denom nat or

in the parties’ respective marks is the letter “M; that

a is not a “J”; that applicant’s initials handwitten

g
in lower case as “gni are not at all simlar to the

| etters and anpersand synbol used by opposer, “J&MJ in
any of opposer’s font types and with or w thout the
addi ti onal words and designs; that the thunmbprint is a
significant feature of applicant’s mark and cannot be

i gnored as only background; and that the parties’ various
desi gn portions of their marks are quite distinguishable.
In In re Electrolyte Laboratories Inc., 913 F.2d

930, 16 USP2d 1239, 1240 (Fed. Cir. 1990), another case

i nvol ving conposite marks featuring letters, the Court of
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Appeal s for the Federal Circuit nade the foll ow ng
st at enment :

There is no general rule as to whether
letters or design will domnate in
conposite marks; nor is the dom nance
of letters or design dispositive of
the issue. No elenent of a mark is
ignored sinply because it is |ess

dom nant, or would not have trademark
significance if used al one.

...[T] he spoken or vocalizabl e el ement
of a design mark, taken w thout the
desi gn, need not of itself serve to

di stinguish the goods. The nature of
stylized letter marks is that they
partake of both visual and oral

i ndicia, and both nust be weighed in
the context in which they occur.

...[El]ven if the letter portion of a
desi gn mark coul d be vocalized, that
was not dispositive of whether there
woul d be |ikelihood of confusion. A
design is viewed, not spoken, and a
stylized letter design can not be
treated sinply as a word nark.

As stated by McCarthy at 3 J. Thomas MCart hy,

McCart hy on Tradenmarks and Unfair Conpetition, 823:33

(4th ed. 2001):

For simlar design or letter marks,
simlarity of appearance is usually
controlling, for such marks are

i ncapabl e of being pronounced or of
conveyi ng any inherent neaning, as do
word marks. For such marks, the
lettering style may be sufficient to
prevent a likelihood of confusion.
(Footnote onitted)
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Moreover, it is well settled that marks nust be
considered in their entireties, not dissected or split
into conponent parts and each part conpared with other
parts. This is so because it is the entire mark which is
percei ved by the purchasing public, and therefore, it is
the entire mark that nmust be conpared to any ot her mark
It is the inpression created by the involved marks, each
considered as a whole, that is inportant. See Kangol
Ltd. v. KangaROOS U.S.A. Inc., supra; and Franklin M nt
Corporation v. Master Manufacturing Conpany, 667 F.2d
1005, 212 USPQ 233 (CCPA 1981). See also, 3 J. Thomas

McCarthy, McCarthy on Trademarks and Unfair Conpetition,

§23:41 (4th ed. 2001).

In this case, applicant’s mark consists of the | ower
case handwritten letters “gm” the words “custom
fi berglassing” and “waterproof” and a prom nent
t hunbprint design, whereas each of opposer’s registered
mar ks consi sts of or includes two letters and an
anpersand synmbol “J&M ” and sone of opposer’s narks show
the “J&V in stylized lettering, one even includes the
surnanmes “JOHNSTON & MURPHY” for which the initials J&M
stand. Thus, these marks generally are hybrid marks,
conbining letters, synbols, designs and words in various

conbi nati ons. In the JOHNSTON & MJURPHY mark, the words
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dom nate. In opposer’s marks that show “J&M in script
or Roman font, this typescript is quite distinguishable
fromthe handwitten letters “gni in applicant’s mark.
In any case, in all of opposer’s marks the letters woul d
clearly be viewed as “J & M” with an anpersand between
the letters, while in applicant’s mark the letters are
“gnf and there is obviously no anpersand. Further, the
t humbprint design is a strong visual feature of
applicant’s mark which is another difference from
opposer’s marks.

As to the connotations of the parties’ marks,
applicant’s mark has the connotation of an individual
provi ding, via thunbprint, sone indication or sign of
approval or authenticity; whereas opposer’s marks have
the connotation of a partnership of two individuals,
particularly the mark including the words JOHNSTON &
MURPHY.

Considering the marks in their entireties, we find
that applicant’s mark when considered in relation to each
of opposer’s six registered “J&V Marks,” differs
substantially in appearance, sound, connotation and
commercial inpression. It is this factor which is
pivotal in this case. See Chanpagnhe Loui s Roederer S. A

v. Delicato Vineyards, 148 F.3d 1373, 47 USPQd 1459
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(Fed. Cir. 1998); and Kellogg Co. v. Pack’ em Enterprises
Inc., 951 F.2d 330, 21 USPQ2d 1142 (Fed. Cir. 1991).

That is, even considering the various du Pont factors
whi ch favor opposer, as discussed el sewhere in this
opinion, this factor of the dissimlarities of the marks
so outwei ghs the other factors that applicant nust
prevail on the issue of |ikelihood of confusion.

Anot her du Pont factor we consider in this case is
the fame of opposer’s marks. Opposer contends that its
mar ks are fanous and entitled to a broad scope of
protection. The only information we have of record
regarding this claimis from opposer’s answers to
interrogatories. Wen asked to state all facts relating
to opposer’s claimof |ikelihood of confusion
(interrogatory No. 1), opposer answered, in relevant
part, as foll ows:

“...[opposer’s] J&M Marks have been
used, advertised and pronoted
extensively in the field of footwear
and apparel and rel ated goods, and
with retail stores selling such goods
t hroughout the United States for over
a century....”
When asked to describe the channels of distribution
t hough whi ch opposer’s goods and services have been sold

(interrogatory No. 7), opposer answered, in relevant

part, as foll ows:
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“Opposer’s J&M Marks is [sic-are] used
inrelation to nen’s and uni sex

f oot wear, apparel, |eather goods,
fashi on accessories and rel ated goods
and in connection with over 100
JOHNSTON & MURPHY retail stores

| ocated in major shopping malls

t hroughout the United States.
Opposer’s products under the J&M Marks
are also sold through over 30 factory
outl et stores, over 3000 better
departnment stores and specialty retai
stores...and directly to consuners

t hrough retail mail order catal ogs and
[ opposer’ s] website.”

The general and sel f-serving statenment that
opposer’s marks have been used and adverti sed
“extensively” is entitled to little weight in
establishing the fane of opposer’s marks. There is no
evi dence of specific sales or advertising figures, nor
has opposer provided evidence as to the |length of use for
the individual “J& marks. Because in the interrogatory
responses opposer refers to its marks together as “J&M
Mar ks,” we cannot determ ne whether or to what extent any
specific J&V mark has achi eved public recognition and
renowmn. We would also point out that two of opposer’s
mar ks are not for the letters J&M per se, but that one
i ncludes the words JOHNSTON & MURPHY and anot her begins
with the word UNM STAKABLY.

Even accepting that opposer’s mark which was

registered in 1918 (Registration No. 124,004 for J&V in
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script form has been used for over a century, nere

[ ength of tinme that a mark is in use does not by itself
establish consuner awareness of the mark, such that the
mark can be found to be fanobus. See General MIIls Inc.

v. Health Valley Foods, 24 USPQR2d 1270, 1277 (TTAB 1992).
The limted evidence we have of |long use of this mark and
avai lability of opposer’s goods to consuners through its
own retail stores and outlets, and in departnment stores
and specialty stores (with no indication as to how | ong

t he goods have been sold in such channels of trade), is
not sufficient to establish public recognition and renown
of any one, much less all of opposer’s “J&V marks, as
that du Pont factor has been interpreted. See The Sports
Aut hority M chigan Inc. v. PC Authority Inc., supra; and
Toro Co. v. ToroHead Inc., 61 USPQ2d 1164, 1170 (TTAB
2001). Cf. Kenner Parker Toys Inc. v. Rose Art

| ndustries Inc., 963 F.2d 350, 22 USPQ2d 1453 (Fed. Cir.
1992). " In particular, there is no information as to the

amount of sal es and expenditures for and types of

18 Opposer’s direct examination (and exhibits) of its wtness,
Jason Dasal, have been excluded fromthe record. Even if the
direct exam nation portion of M. Dasal’s testinony were

adm ssible (which it is not) and accorded its full weight so as
to provide additional evidence of renown, the evidence would be
insufficient to establish fane. Accordingly, we would stil
conclude that in considering and bal ancing all rel evant du Pont
factors in this case, the marks involved are sinply so
dissimlar that there is no likelihood of confusion.
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advertising of goods under the “J&M Marks.” Si nply put,
there is no evidence in this record which establishes
t hat opposer’s various J&V marks, or any one of them are

fanmous and well known to the purchasing public.
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Anot her du Pont factor to be considered in the case
now before us is “the variety of goods on which a mark is
or is not used (house mark, ‘famly’ mark, product
mark).” Opposer has registered variations of its “J&M
Mar ks” for shoes as well as other clothing itenms, and
al so for shoe products such as “shoe horns,” “shoe

pol i shes,” “cedar shoe

trees”; |eather accessory goods such as “wallets,”

“travel bags,” “card cases,” “business card hol ders”; and
“cl oset accessories nanely cedar blocks...”; as well as
for retail stores. Wiile this factor may favor a finding
that confusion is likely even if the goods are not
obvi ously related, the parties’ goods in issue, as stated
previously, are in-part identical and in-part related.
Thus, this factor, as well as the rel atedness of the
goods, would favor opposer. See Uncle Ben's Inc. V.
St ubenberg International Inc., 47 USPQRd 1310 (TTAB
1998).

Finally, we turn to the du Pont factor relating to
actual confusion. Despite sinmultaneous use since 1983,
t here have been no reported instances of actual
confusion. Although evidence of actual confusion is

admttedly difficult to obtain, twenty years of

cont enpor aneous use is a significant amount of time. W
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find that this factor is neutral or weighs in applicant’s
favor.

Viewi ng the evidence in its entirety, we find the
single du Pont factor of the dissimlarities of the marks
overwhel ns the other factors. Chanpagne Loui s Roederer
S.A. v. Delicato Vineyards, supra; and Kellogg Co. v.
Pack’ em Enterprises Inc., supra. The contenporaneous use
of these marks, as has occurred since 1983, in connection
with the respective goods and services, is not likely to
cause confusion as to the source or sponsorship of such
goods and services. See Burns Philip Food Inc. v. Modern
Products Inc., 24 USPQd 1157 (TTAB 1992), aff’'d,
unpub’ d, but appearing at 1 F.3d 1252, 28 USPQ2d 1687
(Fed. Cir. 1993).

Di | ution

| nasmuch as opposer has not established that its
“J&M Mar ks” are renowned under the du Pont factors for
pur poses of its likelihood of confusion claim it is
cl ear that opposer |ikew se has not established that its
“J&M Mar ks” are fanmpus under Section 43(c) for purposes
of its dilution claim Opposer cannot prevail on its
pl eaded ground of dilution. See Section 43(c) of the
Trademark Act; and Toro Co. v. ToroHead Inc., supra.

Deci sion: The opposition is disnm ssed.
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